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VIII. Argument 

A. The rejection of claims 1-27 pursuant to 35 U.S.C. Sec. 112, second 

paragraph, is improper because the Examiner did not set out a case of prima 
facie unpatentabililty. 

1. The Examiner has not shown that the rejection is directed to 
indefiniteness rather than breadth. 

As stated in the Brief, with respect to the claim language below 

...computing ... a quantity. ..required to satisfy a Shariah board-determined 
Shariah-compliant credit enhancement. .. 

the Final Rejection at page 3 contends that 

"The claim scope is indefinite because the Shariah board determination of a 
credit enhancement is subjective. The claim does not recite how the Shariah 
board makes the determination." 

In the context of the claim as a whole, the Examiner has not shown that the 
absence this claim requirement is directed to indefiniteness rather than breadth. 
Similarly, the Examiner contends, at page 12 of the Final Rejection (see also page 2), 
that 

"Applicant has not distinctly claimed the specific law within the Shariah to which 
compliance must be made." 

In the context of the claim as a whole, the Examiner has not shown that the 
absence of this claim requirement is directed to indefiniteness rather than breadth. 

The Examiner has presented no counterargument to both of these Appellant 
arguments, other than disagreeing in the Answer at pages 4 and 15. Therefore the 
answer to Appellant's arguments could be deemed conceded. However, in any case, 
the Board's attention is respectfully drawn to the Brief on these points. The Examiner 
has not established that the basis of the rejection is indefiniteness, rather than breadth. 
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and therefore the rejections are improper for want of a prima facie showing of 
unpatentability pursuant to 35 U.S.C. 112, second paragraph. 

2. The Examiner has not shown that the claims are not 
amenable to construction or are insolubly ambiguous. 

The Examiner has not shown that the claims are "not amenable to construction or are 

insolubly ambiguous," but rather has parsed words out of the context of the claims to make a 
Sec. 1 1 2, second, argument. That is, the contention that "the Shariah board determination of a 
credit enhancement is subjective" (Final Rejection at page 3) does not establish prima facie that 
the claim directed to computing... a quantity required... is "not amenable to construction or are 
insolubly ambiguous". 

In this appeal, there is no rejection pursuant to Sec. 112, first paragraph. Therefore, there 
is no dispute as to whether one having ordinary skill in the relevant art could make and use a 
board to render a determination. Further, there is no dispute as to whether one can make and 
use a Shariah board , along the lines of making a board of directors, a Jewish Board, a Christian 
Board, etc. Generally, the Sec. 1 1 2, second paragraph, dispute is whether computing what is 
determined by the board is in some way unclear. The Examiner has not shown that the claimed 
computing to carry out what is determined is "not amenable to construction or are insolubly 
ambiguous." 

Subjectivity, or rather judgment, in the composition of a particular board or of a particular 
Shariah board determination does not equate to subjectivity in the c/a/"med computing. .. a 
Quantity... required.. . in the context of the claim as a whole. The Examiner has simply parsed 
"Shariah" out of the context of the claims as a whole, and this is improper. 

Even if the Examiner has made out a prima facie case. Applicant has overcome the 
prima facie case with Applicant's evidence of the paper by Mufti Taqi Usmani titled "The Historic 
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Judgment on Interest," a 14 Ramadan 1420 decision of the Shariah Appellate Bench of the 
Supreme Court of Pakistan. (This evidence is of record in the application, and the Board can 
take official notice of court decisions.) 

With respect to the Sec. 112 rejection, at pages 15-16, the Examiner did not respond to 
Applicant's evidence, and thus the Answer to Appellant's arguments could be deemed 
conceded. However, in any case, the Board's attention is respectfully drawn to the Brief on this 
point. 

Accordingly, the Examiner has not met the statutory standard for withholding a patent 
pursuant to § 1 12, f 2, as articulated by the Federal Circuit. 

3. The Examiner has not shown that the Shariah is used... to identify a 
particular material or product. 

The Shariah is not analogous to a trademark, and the Board is urged not to make such a 

holding, as set out in Appellant's Brief. Even if the Shariah were somehow deemed analogous to 

a trademark, MPEP 608.01 (v) in part states "[i]f the product to which the trademark refers is set 

forth in such language that its identity is clear, the examiners are authorized to permit the use of 

the trademark if it is distinguished from common descriptive nouns..." It is respectfully 

submitted that the identity of the Shariah is clear. The Board's attention is respectfully drawn to 

the Brief for further information on this point. 

4. Summary 

In sum, for any and all of the reasons set out above, the rejections are improper 
for want of a prima facie showing pursuant to Sec. 1 1 2, second paragraph, and the 
rejections are therefore improper. 

B. The rejection of claims 1-27 pursuant to 35 U.S.C. Sec. 103(a) Is Improper 
because the Examiner did not set out a case of prima facie unpatentabllllty. 

1 . Gould does not disclose expressly claimed elements. 
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As to the Sec. 103 rejections of the independent claims, in connection with the claims 
each as a whole, the only disclosure of the claimed Shariah board is in Applicant's patent 
application. Similarly, the only disclosure of a computing. . .a quantity required to satisfy a Shariah 
board-determined Shariah-compliant credit enhancement.... is Applicant's patent application. 
Because the applied reference (Gould) fails to disclose expressly claimed elements or limitations, 
the Sec. 1 03 rejections are improper for want of a prima facie obviousness showing. 

The Examiner does not answer this argument, and therefore the answer to Appellant's 

argument should be deemed conceded. In any case, the claim elements are not disclosed in 

Gould and spring into being apparently based only due to Applicant's claims. 

2. Improper reason to modify: hindsight guided only by Applicant's 
disclosure 

As stated above, in connection with the claims each as a whole, the only disclosure of the 
claimed Shariah board... is in Applicant's patent application. Therefore, the leap from the cited 
art to Applicant's claims must be a hindsight reconstruction. Similarly, the only disclosure of a 
computing... a quantity required to satisfy a Shariah board-determined Shariah-compliant credit 
enhancement.... is Applicant's patent application. Therefore, the leap from the cited art to 
Applicant's claims must be a hindsight reconstruction. 

Clearly a Shariah board is not the same as Gould's "financial institution," nor vice versa. 
According to Gould's Abstract: "the funding institution agrees to assume certain risks such as 
interest rate", i.e., not exactly a matter one would associate with a Shariah board . See also 
Gould's Summary of Invention. As per the claims, the Shariah board is not operating performing 
as a "funding institution" as per Gould. 

Other than in retrospect, based on Applicant's disclosure, presumably no one would have 
thought that Gould's "financial institution" would be in any way substitutable with Appellant's 
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above-noted claim elements, especially in connection with the claims as a whole. Indeed, even in 
retrospect, the substitution seems unfathomable, e.g., in view of Gould's Abstract and Summary 
of Invention. 

The Examiner does mention "improper hindsight reasoning" on page 17 and argues that "it 
would be obvious that the 'Shariah board' could be replaced with another entity", but Appellant 
contends it would not, absent some plausible reason to do so, especially in a way that could be 
functional and operational. Because a Sharia board is unfathomably not substitutable with 
Gould's "financial institution", and vice versa, it is hardly a matter of design choice - their 
operations and functions are clearly not the same, or have not been shown to be otherwise by the 
Examiner. 

The rejection therefore must have been a hindsight reconstruction guided by only 
Applicant's patent application. As per the Brief, this is an improper Sec. 103 rejection because 
the applied art fails to disclose expressly claimed elements or limitations, and the only reason to 
even try to argue that Gould's "financial institution" Is somehow analogous to the above-noted 
claim elements is to attempt a reconstruction of Applicant's claims. 
3. Improper reason to modify 

a. contradicted by tlie reference 

Assuming for the moment that the aforesaid claim elements spring into being for 
reasons other than hindsight reconstruction of Appellant's claims, the Examiner answers, at 
page 1 8, that: 

Appellant has focused his argument on the disclosure of 'interest' in Gould and 
on the basis that the Shariah ban interest in all forms. However, Gould still 
applies because now (sic) interest loans are known in the art. 

(In the quoted section of the Answer, presumably the Examiner is referring to an interest 
free loan.) Attempting to modify Gould on appeal with a round-about attempt take Official 
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Notice of interest free loans is not only improper, it also is contradicted by Gould. Gould is not 
Gould is addressing interest free loans, e.g., in his Abstract and specification.) 

Further, the Examiner further contends that "the specific teaching relied on from Gould 
is not related to the allocation of interest...." However, as to the substitutability of Gould's 
"financial institution" for Appellant's computing... a quantity required to satisfy a Shariah board- 
determined Shariah-compliant credit enhancement... the Board's attention is drawn to the 
operations of Gould's financial institution, which indeed involve interest. See Gould's Abstract 
and Summary of Invention, for example. 

For perspective, while the Shariah may be subject to different interpretations on one 
aspect or another, just like the New Testament may be subject to different interpretations on 
one aspect or another, but both have respective points that are indisputable. Just like the 
existence of Christ is not subject to dispute in the New Testament, the prohibition against 
interest is not subject to dispute under the Shariah, as evidenced by the "The Historic Judgment 
on Interest'. " Ttie Historic Judgment on Interest' bans interest in all its forms and by whatever 
name it may be called - completely contrary to Gould. 

Thus, a modification of Gould to implement Applicant's claim requirements are 
contradicted by the explicit and repeated references to "interest" in Gould. Similarly, the 
proposed modification of Gould to do the above-noted claim operations has not been shown by 
the Examiner to be inoffensive to the notion of a Shariah board in connection with the claims 
each as a whole. Therefore, presuming for the moment that there were some plausible reason 
to try to modify Gould to reach Applicant's claimed invention, with the claim elements not 
mentioned in Gould springing into existence, the modification is hopelessly contradictory of both 
the notion of a Shariah board and of the explicit teachings of Gould pertaining to "interest", 
b. teaching away 
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The Examiner has blended his Answer to this argument together with his Answer at 
page 18 concerning "contradicted by the reference," but these are independent under the law. 

If Appellant understands the Answer correctly the Examiner is answering this issue by 
contending that "the specific teaching relied on from Gould is... the determination of the amount 
of the mortgage insurance require to meet some standard, be it a financial institution's standard 
or a standard from the Shariah." (Answer at page 1 8.) Thus, the Answer seems to be 
contending that there is no teaching away. 

But this Answer misses the point of this independent legal basis for an improper Sec. 1 03 
rejection. The Examiner has not shown why the repeated teachings of Gould regarding 
"interest" would not have led one of ordinary skill in the art away from computing... a quantity 
required to satisfy a Shariah board-determined Shariah-compliant credit enhancement. .■. 
Therefore, the Examiner has not made out a case of prima facie obviousness, e.g., pursuant to 
U.S. V. Adams; In re Hedges; In re Fine. 

0. would destroy the intended function 

The Examiner has blended his Answer to this argument together with his Answer at 
page 18 concerning "contradicted by the reference," but these are independent under the law. 

Gould's teaching of the intended function of the financial institution regarding interest, as 
set out for example in Gould's Summary of Invention and Abstract, would be destroyed by 
modification so as to carry out the claimed computing. .. Shariah board-determined Shariah 
compliant credit enhancement in view of "The Historic Judgment on Interest." A modification of 
Gould to implement Applicant's claim requirements would destroy the explicit and repeated 
references to "interest" in Gould. Similarly, the proposed modification of Gould to do the above- 
noted claim operations have not been shown by the Examiner to be inoffensive to the notion of 
a Shariah board in connection with the claims each as a whole. Therefore, presuming for the 
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moment that there were some plausible reason to try to modify Gould to reach Applicant's 
claimed invention, with the claim elements not mentioned in Gould springing into existence, the 
proposed modification would destroy the explicit teachings of Gould pertaining to "interest". 
Therefore, the Examiner has not made out a case of prima facie obviousness, e.g., pursuant to 
In re Gordon. 

4. Impermissible use of Official Notice, contention of common 
knowledge, or "well known" 

The Examiner appears to attempt to take a new Official Notice at page 1 8 of the 

Answer, which is in context as follows: 

Appellant argues that Examiner improperly used Official Notice by modifying 
Gould with old and well knows (sic) body of Islamic Law known as the Shariah. 
However no such Official Notice was taken. The substitution of Gould's financial 
institution determining the amount of mortgage insurance with the Shariah 
Board's determination would be an obvious substitution of parts or an obvious 
design choice. (Italics added.) 

The italicized section is traversed and believed to be incorrect for the reasons set forth 
above. Further, the proposed substitution has not been shown to be either of notorious 
character nor instantly and unquestionably demonstrable, and yet further is a question of law. 
Moreover, courts have long rejected the notion that such a naked assertion or contention can 
be taken on the state of the art. 

Appellant otherwise relies on the Brief regarding impermissible uses of Official Notice or 
contention of common knowledge. 

5. No showing of "neither undue experimentation nor risk of 
unexpected results. " 

The Examiner answers at page 16-17. Appellant relies on the above-presented 

arguments and the Brief. As to "The Historic Judgment, it is of record and widely available, 

e.g., on the Internet. The Board can take official notice of court decisions. The Examiner has 
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not shown that the proposed substitution of "an amount of mortgage insurance determined by 

the financial institution" is a disclosure of the claimed computing, from the input property 

financing amount, a quantity of mortgage insurance coverage required to satisfy a Shariah 

board-determined Shariah-compliant credit enhancement . Indeed, there is no disclosure of a 

Shariah board-determined Shariah-compliant credit enhancement let alone one determined^ 

from the input property financing amount . 

6. Summary as to the Sec. 103 rejections of claims 1-27 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 

unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 

however, this burden was not been met. The rejections must be in error because there is no 

disclosure of at least one claim element (there must be mere hindsight reconstruction because 

the only mention of the claim element in the record is in Applicant's disclosure), the modification 

would contradict the explicit teachings of the base reference Gould, and the element which is 

absent from the cited art becomes of record only by the naked assertion of the Examiner as to 

the nature and content of the prior art. The Examiner's attempts at official notice, common 

knowledge, etc. are improper and traversed. Consequently, there are evidentiary gaps in the 

rejections of the claims result in improper rejections due to want of a prima facie showing by the 

Examiner. Even if a prima facie showing had been made, that showing has been overcome 

with the Applicant's above-discussed evidence. 

C. The rejection of claims 1-27 is improper because the Examiner did not 
provide "information" required by 35 U.S.C. Sec. 132. 

The Answer states that the Examiner provided "reasons for the rejection". 

However, in addition to the "reasons for the rejection," Applicant is statutorily entitled to 

information in addition to the "reasons for the rejection". In Applicant relies on its Brief and further 
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notes that tine Answer at page 18 is no more responsive than the rejection, both of which are 

insufficient. The Examiner's answer being insufficient, the point should be deemed conceded. 

D. Did the Examiner set out a case of prima facie unpatentabililty of the claims 
set out below based on an improper traversal of the Examiner's taking of 
Official Notice, such that a contention is "admitted prior art"? 

Appellant relies on its brief as to the taking of Official Notice, though further as noted 

above. That is, the Examiner appears to attempt to take another Official Notice at page 1 8 of 

the Answer, which is in context as follows: 

Appellant argues that Examiner improperly used Official Notice by modifying 
Gould with old and well knows (sic) body of Islamic Law known as the Shariah. 
However no such Official Notice was taken. The substitution of Gould's financial 
institution determining the amount of mortgage insurance with the Shariah 
Board's determination would be an obvious substitution of parts or an obvious 
design choice. (Italics added.) 

The italicized section is traversed and believed to be incorrect for the reasons set forth 
above. Further, the proposed substitution has not been shown to be either of notorious 
character nor instantly and unquestionably demonstrable, and yet further is a question of law. 
Moreover, courts have long rejected the notion that such a naked assertion or contention can 
be taken on the state of the art. 

As per the Brief, it is respectfully submitted that Applicant specifically pointed out error in 
the Examiner's action and stated why, with respect to particular claims. Therefore it is improper to 
contend, as has been done in the Final Rejection, that the attempted official notice of a fact is 
admitted prior art, and thus a case of prima facie obviousness has not been made out for this 
reason as well. 

In sum, the Examiner has the initial burden of proof in presenting a prima facie case of 
unpatentablity. See In re Oetiker, 977 F.2D 1443, 24 USPQ2d 1443, 144 (Fed. Cir. 1993), 
however, this burden was not been met. The rejections must be in error because there is no 
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disclosure of a claim element (there must be mere hindsight reconstruction because the only 
mention of the claim element in the record is in Applicant's disclosure), the modification would 
contradict the explicit teachings of the base reference Gould, and the element which is absent 
from the cited art becomes of record only by the naked assertion of the Examiner as to the 
nature and content of the prior art. The Examiner's attempts at official notice, common 
knowledge, etc. are improper, have been traversed, and cannot be premised on "admitted prior 
art." The Examiner has not shown prima facie obviousness, and thus the rejection of this claim 
is improper. 

E. Conclusion 

At least one claim element is not shown in the cited art, so a prima face showing has not 
been made for the Sec. 1 03 rejections. The Sec. 1 1 2 rejection is improper for want of a prima facie 
showing. Beyond that, the statutes place evidentiary and informational requirements on the PTO, 
and the Examiner has not met the statutory requirements. Indeed, a number of Appellant's 
arguments have not even been answered. 

Thus, for the reasons more fully set out above, have not been properly shown as 
unpatentable, and the rejection was in error. Reversal of the Rejections and allowance are 
respectfully requested. 

Respectfully submitted, 



Date: May 31 .2011 

Peter K. Trzyna 
(Reg. No. 32,601) 

P. O. Box 7131 

Chicago, Illinois 60680-7131 

(312) 240-0824 
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